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Amendments to the Drawings: 

The attached sheet of drawing includes an addition Pig. 8. As requested by the 
examiner^ Pig, 8 is added to illustrate a package structure having a semiconductor device 
that is solder bonded to a set of leads that contain a recession^ a passive device that is also 
5 bonded to a second set of leads which also contain recessions, and a die pad electrically 
connected to ground and to the semiconductor device. 

Attachment; New Sheet I page 
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jR»;M A^KS/ARG UMENTS 
Regarding amendments to the specification: 

The specification is amended to overcome the objections set fortli on the following 
detailed Office action^ emphasize the cliaracteristics of the claimed invention^ and in the 
5 interests of clarity is reproduced above m toto. (Amendments are indicated m the standard 
way and the original page/line formatting iias been retained as far as practicabiy possible.) 
No riew matter is entered by the above amendments. 

Regarding amendments to the claims: 
10 Claims 1-16 are amended to overcome tlie objections set forth on the following detailed 

Ofllce action, emphasize the characteristics of the claimed invention^ and in the interests of 
clarity is reproduced above in toto. Hence» no new niauer is entered by the aix)ve 
amendments. 

1 5 Regarding rejections under 35 102 and 35 U.S.C. 103: 

Examiner: 

1. Claims 1, 2, 13, 15, & 16 are rejected under 35 102(b) as being anticipated by 

Merrin et al (US Pat. 34368 IB). 

20 Claims 1-16 are amended to overcome the above rejections, as the examiner has 

suggested that claims 3, 4 and 9 would be allowable if rewritten in independent form 
indudh^g all of the limitations of the base Claim and any intervening claims. The currently 
amended claims 1-12 should therefore be allowable. Reconsideration of the amended 
claims 1 " 12 is politely requested. 

25 According to claim 1 3 of the claimed invention, the package structure includes a 

lead frame having a plurality of leads^ in which at least two of the leads Comprises a 
recession; at least a passive device, in which each output of the passive device is 
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respectively po:^itk>ned in the recession; and a piurality of solder jomu; respectively 
posfiiioned in the recessions for connecting the passive device to the lead frame. 

in contnist to the clainied invention, Merrin et a1 only suggests a substrate having a 
conductive pattern formed thereon, in which the conductive pattern may be utilized for 
5 connecting to an active or passive device. Mevertheiess, Merrin ec al never suggests a lead 
frame structure having a plurality of leads, in which the leads further includes a plurality of 
recessions and solder joints disposed in the recessions for connecting to a pasvsivc device. 

According to Chapter 21 12 in the MPEP, in relying upon the theory of inherency, the 
examiner must provide a basis in fact und/or technical reasoning to reasonably support the 
10 determination thai the allegedly inherent characteristic necessarily flows from the 

teachings of the applied prior ait. Since tlic inherency of a package structure having a 
lead frame and a plurality of leads does not How from the teachings of Merrin et aK the 
original claims 13-16 should be novel based on the above analysis. Reconsideration of 
the original claims 13-16 is politely requested. 

15 

2. Claims t3^t6 are rejected under 35 U.S.C 103(a) as beiQg unpaitenlable over Terui 
et al (US Pat. 6608375) in view of Merrin et al (US Pat. 3436818). 

According to claim 13 of the claimed invention, the package structure includes a 
lead frame having a plurality of leads, in which at least two of the leads comprises a 

20 recession; at least a passive device, in which each output of the passive device is 
respectively positioned in the recession; and a plurality of solder joints respectively 
positioned in the recessions for connecting the passive device to the lead frame. 

In contrast to the claimed invention* Merrin et al only suggests a substrate having a 
conductive pattern formed thereon, in which the conductive pattern may be utilized for 

25 connecting to an active or passive device. Nevertheless, Merrin et al never suggests a 
lead frame structure having a plurality of leads, in which the leads further includes a 
plurality of recessions and solder joints disposed in the recessions for connecting to a 
passive device. 
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Despite the fact that Tcrui have disclosed a structure of having a lead frame, a 
plurality of leads, and a plurality of solder joints for connecting a passive device to the 
lead frame, I'eaii fails to teach a plurality of recessions formed in the leads, as disclosed 
in the claimed invention. Since the lead frame structure disclosed by Terui et al is 
5 significantly different from the otie taught by Merrin ei al, those skilled in the art would 
find it physically impossible to combine the references in the manner suggested, 

3, Claims t, 2, 10 & 12 are rejected under 35 IJ.S.C 303(a) as being unpatentable over 
Lo et al (US Pat. 6507120) in view of Merrin ct ai (US Fat. 

10 Claims 1-16 are amended to overcome the above rejections, as the examiner has 

suggested that claim 3, 4 and 9 would be allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims. The cumently aniended 
claims 1-12 should therefore be allowable. Reconsideration of the amended claims 1-12 is 
politely requested- 

15 

4. Claims 1> 2, 10 & 12 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Parket ai (US Pat. 69B487B) in view of Mernn et ai (US Fat. 3436818). 

Clainis 1-16 ai-e amended to overcome the above rejections^ as the examiner has 
suggested that claim 3> 4 and 9 would be allowable if rewritten in independent form including 
20 all of the limitations of tlie base claim and any intervening claims. 'Flie currently amended 
claims 1-12 should therefore be allowable. Reconsideration of the amended claims 1-12 is 
politely requested. 

2S Applicant respectfully requests that a timely Notice of Allowance be issued in this 

case. 
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Sincerely yours. 




31^ - 1. . / 



Date: 



05/26/2006 
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Winston Hsiu Patent Agent No. 41,526 

P,0. BOX 506, MerrifieJd, VA 22 It 6, U.S.A. 

Voice Mail: 302-729-1562 

Facsimile: 806'498-6673 

e-mail : winstonhsu@naipoxom 

Note: Please leave a message in my voice mail if you need to talk to me. (The time in D.C 
is 12 hours behind the Taiwan time, i.e. 9 AM In D.C. ^ 9 PM in Taiwan.) 
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